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DETAILED ACTION 

Acknowledgements 

1 . This communication is in response to the original Application No. 10/596,568 
filed on December 1, 2004. 

2. Claims 1-20 and 30-34 have been cancelled by the Applicant. 

3. Claims 21-29 and 35-40 are currently pending and have been fully examined. 

4. For the purpose of applying the prior art, PreGrant Publications will be referred to 
using a four digit number within square brackets, e.g. [0001]. 

Election/Restrictions 

5. Applicant's election, with traverse, of claims 21-29 and 35-40 in the reply filed on 
March 5, 2009 is acknowledged. 

Priority 

6. Priority for this application is set to 12/22/2003, the filing date of the foreign 
priority application #: 03104906.7 in the European Patent Office (EPO). 

7. The later-filed application must be an application for a patent for an invention 
which is also disclosed in the prior application (the parent or original non-provisional 
application or provisional application). The disclosure of the invention in the parent 
application and in the later-filed application must be sufficient to comply with the 
requirements of the first paragraph of 35 U.S.C. §112. 1 

1 See Transco Products, Inc. v. Performance Contracting. Inc.. 38 F.3d 551, 32 USPQ2d 1077 (Fed. Cir. 1994). 
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Examiner's Comments/Remarks 



8. As to claim 25, Applicant recites, "...wherein the meter event request is stored in 
the cache memory jf the actual number...." Language that suggests or makes optional, 
but does not require steps to be performed or does not limit a claim to a particular 
structure does not limit the scope of a claim or claim limitation. 2 The appropriate 
correction is required. 



9. Objection to the Specification is being made. The title of the invention is not 
sufficiently descriptive. A new title is required that is clearly indicative of the invention to 
which the claims are directed. The following title is suggested: "Receiving licensed 
content based on parameters stored in cache memory" 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



1 1 . Claims 21 -29 and 35-40 are rejected under 35 U.S.C. §1 01 because the claimed 
invention is directed to non-statutory subject matter. 

Based on Supreme Court precedent 1 and recent Federal Circuit decisions, a 
§101 process must (1) be tied to another statutory class (such as a particular 



Specification 



Claim Rejections - 35 USC § 101 



10. 



35 U.S.C. §101 reads as follows: 
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apparatus) or (2) transform the underlying subject matter (such as an article or 
materials) to a different state or thing. In addition, the tie to a particular apparatus, for 
example, cannot be mere extra-solution activity . 1 

An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. 

To meet prong (1), the method step should positively recite the other statutory 
class (the thing or product) to which it is tied. This may be accomplished by having the 
claim positively recite the machine that accomplishes the method steps. Alternatively or 
to meet prong (2), the method step should positively recite identifying the material that is 
being changed to a different state or positively recite the subject matter that is being 
transformed. 

In this particular case, claim 21 fails prong (3) because the tie to a particular 
apparatus, is a mere extra-solution activity. Therefore, claim 21 does not meet the 
requirements of the third prong (3). 

Claims 22-29 are also rejected for being dependent upon rejected claim 21 . The 
appropriate correction is required. 

Claim 35 is directed to a "program product." A "program product" is software, 
and according to the MPEP, software, without a computer readable medium storing the 
software when executed, causes the computer to perform specific method steps . 



2 MPEP §2106 II C; 
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is non-functional descriptive material and is therefore rejected under 35 U.S.C §101 . 3 A 
"computer program", as claimed, is not one of the four statutory classes of invention, as 
it is merely data. The appropriate correction is required. 

Claims 36-40 are also rejected for being dependent upon rejected claim 35. The 
appropriate correction is required. 

Claim Rejections - 35 USC §112 

12. The following is a quotation of the second paragraph of 35 U.S.C. §112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

13. Claims 21-29 and 35-40 are rejected under 35 U.S.C. §112, second paragraph, 

as being indefinite for failing to particularly point out and distinctly claim the subject 

matter which applicant regards as the invention. 

As to claim 21 , Applicant recites, "comparing the actual content of a cache 

memory...." However, Applicant is silent the step of first "reading" the cache memory. 

Applicant is also silent to what data or information is to be read. For example, is the 

Applicant reading the " entire " contents of the cache memory, or just reading specific 

identifiers or locations? One of ordinary skill in the art would not be reasonably 

apprised of the scope of the invention. 

As to claim 21, Applicant recites, "sending. ..the content of the cache memory..." 

it is unclear what specific content is being sent. Is the Applicant sending the entire 

content of cache to metering service, or just select content or identifiers? One of 

ordinary skill in the art would not be reasonably apprised of the scope of the invention. 

3 MPEP §2106.01; 



USPTO 



Page 5 



3/26/2009 



Application/Control Number: 10/596,568 Page 6 

Art Unit: 3685 

As to claim 23, Applicant recites, "...comparing said value... with the content of 
the cache memory." It is unclear if the Applicant is comparing data with the entire 
contents of cache memory? One of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. 

As to claim 24, Applicant recites, "...deleting the content of the cache 
memory. . . ." It is unclear if the Applicant means to delete the entire contents of the 
cache, or to delete specific identifiers or specific content? One of ordinary skill in the art 
would not be reasonably apprised of the scope of the invention. 

Claim 26 recites the limitation "the kinds and amount of services" in claim 26. 
There is insufficient antecedent basis for this limitation in the claim. 

Claims 35-38 and 40 are also rejected for containing similar language or like 
deficiencies. 

Claims 25-29 and 39-40 are also rejected for being dependent upon rejected 
claims 20-24 and 35-38. The appropriate correction is required. 
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Claim Rejections - 35 USC § 103 

14. The following is a quotation of 35 U.S.C. §1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 5. Claims 21 -29 and 35-40 are rejected under 35 U.S.C. §1 03(a) as being 
unpatentable over Perinpanathan , (US 2002/0083145) (" Perinpanathan ") and in view of 
Mori , (US 2003/0005458) CMorD. 



As to claims 21 and 35: 

Perinpanathan teaches substantially as claimed: 

receiving a service request message from a service consumer (See at least 
[0029], [0037], [0042]-[0043], [0047]); 

generating a meter event request associated with the service request (See at 
least Abstract, [0007], [0010], [0011], [0012], [0028], [0030], [0033]); 

Perinpanathan does not expressly teach: 

comparing the actual content of a cache memory with at least one parameter; 

storing the meter event request in the cache memory or sending the meter event 
request and the content of the cache memory to a metering service in order to 
process the meter event: 

requests based on the comparison; 

wherein said at least one parameter is associated with the service request and a 
predefined convention, and said parameter defines how many meter event 
requests may be stored in the cache memory. 



USPTO 



Page 7 



3/26/2009 



Application/Control Number: 10/596,568 Page 8 

Art Unit: 3685 

However, Mori expressly teaches: 

comparing the actual content of a cache memory with at least one parameter 
(See at least [0033], [0054], [0119]-[0120], [0127]-[0128], Figure 9, Claim 9, 18, 
44, 47); 

storing the meter event request in the cache memory or sending the meter event 
request and the content of the cache memory to a metering service in order to 
process the meter event (See at least [0033], [0054], [011 9]-[01 20], [0127]- 
[0128], Figure 9, Claim 9, 18, 44, 47); 

wherein said at least one parameter is associated with the service request and a 
predefined convention, and said parameter defines how many meter event 
requests may be stored in the cache memory (See at least [0033], [0054], [01 19]- 
[0120], [0127]-[0128], Figure 9, Claim 9, 18, 44, 47); 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 

invention to modify Perinpanathan to include the features of Mori because in the field of 

providing access to content, tracking user usage of content ensures that only properly 

authorized content is rendered. 



As to claims 22 and 36: 

The combination of Perinpanathan/ Mori discloses as discussed above; however, the 

combination of Perinpanathan / Mori does not expressly teach: 

wherein comparing the actual content of a cache memory with at least one 
parameter comprises evaluating a status of a boolean parameter which indicates 
if the meter event request is allowed to be stored in the cache memory. 



However, the use of a Boolean parameter to control stored information in cache 
memory is old and well known in the art. 
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As to claims 23 and 37: 

Perinpanathan does not expressly teach: 

wherein comparing the actual content of a cache memory with at least one parameter 
comprises: 

evaluating a value of an integer parameter associated with the boolean 
parameter; and 

comparing said value of the integer parameter with the content of the cache 
memory. 



However, Perinpanathan does expressly teach: 

[0048] After acquiring a OOA 306, the user of UD 104, by way of operations 600 (FIG. 6) can 
interact with content locally or content retrieved from CS 1 08 (S602). If the content for which 
interaction is desired is remote (i.e., not local to UD 104), UD 104 may initiate a communication 
session with CS 108, via network 102, to retrieve the desired content (S602). Content retrieved 
from CS 108 or from a local source will be stored in content cache 314 for quick retrieval. The 
content retrieved (whether remote or local) may include policies that instruct TA 320 how, what 
and when to track interactions with such content. 

Therefore, a predictable result of Perinpanathan would have been to perform some type 

of determination to determine if the content was locally stored. 4 



As to claims 24 andn 38: 

Perinpanathan expressly teaches: 

further comprising sending the meter event request to the metering service in 
order to process the meter event request (See at least [0026], [0028]-[0029], 
[0032]); and 



4 Ex parte Smith, 83 USPQ2d 1509 (Bd. Pat. App. & Int. 2007); Claims in application for patent on pocket 
insert for book are obvious in view of combination of two prior art patents, since claims are combinations 
that merely unite old elements with no change in their respective functions, and which yield predictable 
results, since neither applicant's specification nor her arguments present any evidence that modifications 
necessary to effect combinations are uniquely challenging or difficult for person of ordinary skill in art, and 
since claimed improvement is no more than simple substitution of one known element for another, or 
mere application of known technique to piece of prior art ready for improvement. 
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The combination of Perinpanathan/Mori discloses as discussed above; however, the 

combination of Perinpanathan / Mori does not expressly teach: 

deleting the content of the cache memory if the actual number of the meter event 
requests in the cache memory equals or increases the value of the integer 
parameter. 

However, deleting the content of cache is old and well known in the art. 
As to claims 25 and 39: 

Perinpanathan expressly teaches: 

wherein the meter event request is stored in the cache memory if the actual 
number of the meter event requests in the cache memory is less than said value 
of the integer parameter (See at least [0039]-[0041]); 

As to claims 26 and 40: 

Perinpanathan expressly teaches: 

wherein the predefined convention is defined in a license contract which relates 
to the kinds and amount of services between a service provider and the service 
consumer (See at least Abstract); 

As to claim 27: 

Perinpanathan expressly teaches: 

wherein a relevant information is separated from the service request message 
after receiving the service request message (See at least [0029], [0037], [0042]- 
[0043], [0047]). 

As to claim 28: 

Perinpanathan expressly teaches: 

wherein the relevant information of the service request message comprises at 
least one of request data, contract data, license data, the boolean parameter, the 
integer parameter and the identity of the service consumer (See at least [0029], 
[0037], [0042H0043], [0047]). 

As to claim 29: 
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Perinpanathan expressly teaches: 

counting the services when the associated meter event request is sent to the 
metering service (See at least Abstract, [0007], [0010]-[0012], [0030], [0033], 
[0038]); and 

sending the actual counting results to at least one of a service provider and the 
service consumer (See at least Abstract, [0007], [0010]-[0012], [0030], [0033], 
[0038]). 



As to claims 30-34: 

Have been cancelled by the Applicant. 



16. Examiner's Note: The Examiner has pointed out particular references contained 
in the prior art of record within the body of this action for the convenience of the 
applicant. Although the specified citations are representatives of the teachings in the art 
and are applied to the specific limitations within the individual claim, other passages and 
figures may apply. Applicant, in preparing the response, should consider fully the entire 
reference as potentially teaching all or part of the claimed invention, as well as the 
context of the passage as taught by the prior art or disclosed by the Examiner. 



Conclusion 

17. The prior art made of record and not relied upon is considered pertinent to 

Applicant's disclosure. 

- DeKoninq et al. , (US 5,761 ,705); Claim 7. The method of claim 1 wherein each of 
said cache memories has a validity boolean attribute indicating, if having a value of true, 
that the associated cache memory has remained non-volatile and wherein each of said 
cache memories has a native boolean attribute indicating, if having a value of true, that 
the contents stored in the cache memory was last associated with the RAID storage 
subsystem and wherein the determining step includes: 
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Claim 13. The apparatus of claim 9 wherein each of said cache memories has a native 
boolean attribute indicating, if having a value of true, that the contents stored in the cache 
memory was last associated with the RAID storage subsystem and wherein the means 
for determining includes: 



- FujN et al. . (US 6,1 19,150); The parallel processor system further includes an 
inter-processor network interconnecting the processors, a first circuit which, when the 
content of the main memory location to store the data that the processor has received 
through the inter-processor network differs between the cache memory and the main 
memory, copies back the content of the main memory from the cache memory to the 
main memory and erases from the cache memory the content of the main memory to 
store the received data, and a second circuit for writing the receive data into the main 
memory after the erase operation by the first circuit. (Col. 3, lines 27-45) 



Any inquiry concerning this communication or earlier communication from 
the examiner should be directed to Mr. Dante Ravetti whose telephone number is 
(571 ) 270-3609. The examiner can normally be reached on Monday - Thursday 
9:00am-5:00pm. 

If attempts to reach examiner by telephone are unsuccessful, the 
examiner's supervisor, Mr. Calvin Hewitt may be reached at (571) 272-6709. The 
fax phone number for the organization where this application or proceeding is 
assigned is (571) 270-4609. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system see 
http://pasr-cJir8ct 5 yspto,gov. Should you have questions on access to the private 
PAIR system, please contact the Electronic Business Center (EBC) at 1-(866) 
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217-91 97. If you would like assistance from a USPTO Customer Service 

Representative or access to the automated information system, call 1-(800) 786- 

91 99 (IN USA or CANADA) or 1 -(571 ) 272-1 000. 

/Dante Ravetti/ 
Examiner, Art Unit 3685 
Friday, March 20, 2009 



/Calvin L Hewitt II/ 

Supervisory Patent Examiner, Art Unit 3685 
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